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REMARKS 

Favorable reconsideration and allowance of the subject application are respectfully 
requested. Claims 1-26 are pending in the present application, with claims 1, 10, and 15 being 
independent. 

Restriction/Election 

The Examiner has required election in the present application between: 

Group I, claims 1-9 and 15-22, drawn to combination chipping tool apparatus, classified 
in class 144, subclass 176;; 

Group II, claims 10-14, 23 and 24, drawn to subcombination disk chipping tool, 
classified in class 144, subclass 241; and 

Group III, claims 25 and 26, drawn to method for detecting a state or attrition of a 
chipping tool, classified in class 144, subclass 373. 

For the purpose of examination of the present application, Applicant elects, with 
traverse, Group I, Claims 1-9 and 15-22. 

Applicant respectfully requests that the Examiner treat each of claims 1-26 on the merits. 

First, regarding the Examiner's alleged distinction between Group I and Group II, 
Applicant respectfully submits that the Examiner failed to illustrate that the combination as 
claimed does not require the particulars of the sub-combination. Independent claim I (Group I) is 
directed to a chipping apparatus that can include a chipping tool that is divided into a core area 
and a utilization area and that includes a recess as recited in independent claim 10 (Group II). In 
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other words, all of the features of claim 10 are present in claim 1, and therefore the combination 
as claimed does require the particulars of the sub-combination. 

Regarding the Examiner's alleged distinction between Groups I and III, the Examiner 
alleges on page 3 of the Office Action that "Group I fails to define a utilization or core area and 
consequently can not carry out the process of the invention of Group III," emphasis added. 
Referring to independent claim 1 (which was classified in Group I by the Examiner), it recites 
that "the thickness of the first and/or second chipping tools is divided into a core area ... and a 
utilization area ," emphasis added. Thus, it should now be apparent that the Examiner's 
conculsionary comment that Group I fails to define a utilization area or a core area is incorrect 
and therefore, the restriction requirement between Group I and Group III is improper. 

In addition thereto, Applicant would like to direct the Examiner's attention to MPEP 

§803, which specifically states that: 

If the search and examination of an entire application can be made without serious 
burden, the examiner must examine it on the merits, even though it includes 
claims to independent or distinct inventions. (Emphasis Added). 

In this case, the examiner identified each of Groups I, II, or III in as being classified in 
class 144. Thus, because a search and examination of each of claim 1-26 can be made without 
serious burden, Applicant respectfully requests that the Examiner examine each of claims 1-26 
on the merits. 

In addition, regarding the Examiner's asserted distinction between Groups I and II, the 
Examiner refers to MPEP §806.05(c) for reference. Referring to this cited section, it states that 
"[t]o support a requirement for restriction, both two-way distinctiveness and reasons for insisting 
on restriction are necessary, i.e., separate classification , status, or field of search," emphasis 
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added. As noted above, the Examiner classified each of Groups I, II, and III in class 144. 
Therefore, because the Examiner failed to support a requirement for restriction, the restriction 
requirement between Groups I and II is improper. 

Accordingly, in view of the above discussion, withdrawal of the restriction requirement is 
respectfully requested. 
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CONCLUSION 

Should there be any outstanding matters that need to be resolved in the present 
application, the Examiner is respectfully requested to contact Martin R. Geissler, Registration No 
51,01 1 at the telephone number of the undersigned below, to conduct an interview in an effort to 
expedite prosecution in connection with the present application. 
O Attached is a Petition for Extension of Time. 
□ Attached hereto is the fee transmittal listing the required fees. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies, to charge payment or credit any overpayment to our Deposit Account No. 02-2448 for 
any additional fees required under 37 C.F.R. § 1.16 or under § 1.17; particularly, extension of 
time fees. 

Dated: August 15, 2005 Respectfully submitted, 



Martin R-fGeissler 
Registration No. 
BIRCH, STEWART, KOLASCH & BIRCH, LLP 
8110 Gatehouse Rd 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicant 
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